THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
Boar d.

Paper No. 18

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PETER J. TW ST

Appeal No. 1996-3824
Application 08/311, 635¢

ON BRI EF

Before WNTERS, METZ and JOHAN D. SM TH, Adm ni strati ve Patent
Judges.

METZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
exam ner's refusal to allowclains 1 through 5, 7 through 11

and 13 through 20, all the clainms remaining in this

Application for patent filed Septenber 23, 1994.
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application.?

At page 1 of his brief, appellant inforns this Board that
appel l ant's comonly assi gned, copendi ng application Seri al
Nunber 08/317,977 is currently on appeal. The related co-
pendi ng application is directed to an agueous redox
conposition and its use for processing photographic materi al s.
Appel  ant represents that term nal disclainers have been filed
in both cases, an apparent reference to a prospective
obvi ousness-type doubl e patenting rejection.

Said rel ated, copending application is before the sane
nerits panel of this Board as this appeal in Appeal Nunber
1996-1675. A decision in said appeal was rendered on even
date with this decision.

THE | NVENTI ON

The clained invention is directed to aqueous conpositions

useful in col or photography. The conpositions are said to be

2 Appellant's brief includes claim6 in the appendi X,
"Clains on Appeal”. Nevertheless, claim6 was cancel ed by
appel l ant in Paper Nunber 8. Accordingly, claim®6 forns
no issue in this appeal.
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useful as redox anplifiers and conprise, in particular anmounts
and at a particular pH achieved by the use of a particular
phosphate buffer (see appellant’s specification at page 4,
lines 9 through 12), a col or devel opi ng agent and hydrogen

per oxi de or a conpound whi ch provides hydrogen peroxi de and an
hydr oxyl ami ne of a particular fornula or a salt thereof.
Appel l ant al so clains the nethod of devel opi ng an i magew se
exposed col or phot ographi c el enment by using appellant's

conposi tions descri bed above.

Clains 1 and 10 are reproduced below for a nore facile
under st andi ng of the appeal ed subject matter.

1. An aqueous redox anplifier conposition conprising
a col our devel opi ng agent, hydrogen peroxide or a
compound whi ch provi des hydrogen peroxide and a

hydr oxyl am ne conpound of the fornul a:

Rl
O+ N (1)
R

or a salt thereof wherein Rt and R?
are each a substituted or unsubstituted al kyl group
of 1-4 carbon atons and wherein the concentration
ranges are:

hydr ogen peroxide fromO0.5
to 10 m /1 (as 30% w w sol ution),
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hydr oxyl am ne conpound
fromO0.5 to 15 m /Il (as an 85% sol uti on of
di et hyl hydr oxyl am ne), and

wherein the conposition is buffered by a phosphate
toapHin the range of from1l to 12.

10. A nethod for processing an
i magewi se exposed col our phot ographi c el enent
conprising contacting said elenment with an aqueous
redox anplifier conposition conprising a colour
devel opi ng agent, hydrogen peroxide or a conpound
whi ch provi des hydrogen peroxi de and a hydroxyl am ne
conmpound of the fornmnula:

Rl
OH N (1)
R

or a salt thereof wherein R' and R? are each a
substituted or unsubstituted al kyl group of 1-4
carbon atons and wherein the concentration ranges
are:

hydr ogen peroxide fromO0.5 to 10
m/l (as 30% w w sol ution),

hydr oxyl am ne conpound from
0.5 to 15 M/l (as an 85% sol uti on of
di et hyl hydr oxyl am ne), and

wherein the conposition is buffered by a phosphate
toapHin the range of from1l to 12.

The references of record which are being relied on by the
exam ner as evidence of obviousness are:

Nakarmura et al. (Nakanura) 4,414, 305 Novenber 8,
1983
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W ngender et al. (W ngender) 5, 200, 301 April 6,
1993

Cainms 1 through 5, 7 through 11 and 13 through 20 stand
rejected under 35 U.S.C. 8§ 103 as being unpatentable fromthe
di scl osure of Nakanmura considered with Wngender. W reverse.

CPI NI ON

The exam ner has relied on the disclosure in Nakanura at
colum 13, lines 17 and 18 for the purpose of establishing
that "hydroxylam ne or its salt” may be added to an aqueous
redox anplifier conposition including hydrogen peroxide or a
conmpound whi ch rel eases hydrogen peroxi de and a phosphate
buf feri ng agent. Wngender is said to establish that it was
known to use 85% by wei ght di et hyl hydroxyl am ne in an anount
of 6 mM's as an antioxidant for aqueous redox anplifier
solutions as clainmed. The exam ner has directed our attention
to colum 14, line 54 of W ngender.

The exam ner has reasoned that the hydroxyl am ne
conponent of Nakanmura is "found to be an adj acent honpl ogue to
a di met hyl hydroxylam ne or its salt with R and R in fornmul a
(1) as clained being the nethyl groups" (see page 4 of the
Exam ner's Answer). The exam ner concludes that, therefore,
it woul d have been obvi ous to use dinethyl hydroxylam ne in

5



Appeal No. 96-3824
Application No. 08/311, 635

Nakanura because it is the next adjacent honol ogue of
Nakanura's hydroxylam ne or it would have been obvi ous to use
W ngender' s di et hyl hydroxyl am ne anti oxi dant as an anti oxi dant
i n Nakanmura's conposition for the purpose and advant ages
di scl osed by W ngender.

In the first instance, Nakamura does not disclose
hydr oxyl am ne, per se, but hydroxylam ne sul fate or
hydr ochl ori de, both salts of hydroxylam ne. W also agree
wi th appellant that the exam ner has failed to factually
establish a close enough structural simlarity between
appel l ant' s hydroxyl am nes of formula (1) and the conpounds of
Nakarmura to trigger the presunption that the routineer would
have been notivated to nmake appel | ants' conpounds based on
Nakanura's di sclosure. W agree with appellant that
hydr oxyl am ne, which contains two primary acidi c hydrogen
atons in the nolecule, is not an adjacent honol ogue of
di met hyl hydroxyl amine or its salt.

Wil e Wngender is admttedly directed to agueous redox
anplifier solutions which may include diethyl hydroxyl am ne,
hydr ogen peroxi de and a buffer, the pH s for the various

conmpositions disclosed therein are 7.0 (colum 14, |ines 32
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and 33), 10.6 (colum 14, line 62) and 6.0 (colum 15, |ine
8). The exam ner has failed to express what woul d have
notivated the person of ordinary skill in the art to sel ect
appel lant's particular ingredients and use themat a pH
ranging from 11l to 12 based on W ngender or W ngender

consi dered with Nakamura. Indeed, while it appears fromthe
vol um nous prior art cited in this application that
appel l ant' s individual ingredients are, per se, known as
useful additives for redox anplifying solutions in general,
nothing in the record to which our attention has been directed
suggests appellant's particular pH, particularly clainmed

I ngredi ents or particular anounts of ingredients.

For all the above reasons, we find the exam ner has
failed to make out a prima facie case of obviousness with
respect to the appeal ed subject matter. Accordingly, it is
unnecessary to di scuss the rel evance of appellant's alleged
evi dence of unexpected or surprising results since evidence of
nonobvi ousness is only wei ghed agai nst evi dence which

establishes a prima facie case of obvi ousness.
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The rejection of clains 1 through 5, 7 through 11 and 13

through 20 under 35 U.S.C. 8 103 is reversed. The decision of

the exam ner is reversed.

REVERSED
SHERVAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
g
ANDREW H. METZ ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
JOHN D. SM TH )
Adm ni strative Patent Judge )
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Joshua G Levitt

East man Kodak Conpany
Patent Legal Staff
Rochester, NY 14650-2201



